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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Rodi (US Patent 
5,806,430). 

Regarding claim 1, Rodi discloses a system for elimination of printing registration errors 
[Fig. 1; column 2 ? line49-56], comprising: 

a processor [6] for computing distortion parameters and an imaging system in 
communication with said processor and configured for exposing distorted images [FIG. 1; 
column 2, lines 57-67; column 3, lines 1-5], 

wherein the processor [6] is programmed for: 

receiving input data including paper data, at least one machine parameter and ink 
distribution data, the processor calculating image dependent errors from said input data [the 
elements 4, 5, and 6 are capable of performing the claimed functional limitation, please see 
below the section of "Response to Arguments / Remarks"]; 

receiving at least one fixed error map dependent on machine parameters and obtained 
during a calibration run [the elements 4, 5, and 6 are capable of performing the claimed 
functional limitation, please see below the section of "Response to Arguments / Remarks"]; 
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predicting registration errors based on the fixed error map and said image dependent 
errors [the elements 4, 5, and 6 are capable of performing the claimed functional limitation, 
please see below the section of "Response to Arguments / Remarks"]; and 

computing distortion parameters based on said registration errors for creating distorted 
images [column 2, lines 60-67; column 3, lines 1-5; the elements 4, 5, and 6 are capable of 
performing the claimed functional limitation]. 

Regarding claim 3, Rodi discloses wherein said ink distribution data for an image file to 
be exposed is provided by a low resolution image file derived from said image file [the elements 
4, 5, 6 and 7 are capable of performing the claimed functional limitation, please see below the 
section of "Response to Arguments / Remarks"]. 

Regarding claim 4, Rodi discloses where said imaging system includes a strobe card 
configured for changing timing signals [the elements 4, 5, 6 and 7 are capable of performing the 
claimed functional limitation, please see below the section of "Response to Arguments / 
Remarks"]. 

Regarding claim 5, Rodi discloses wherein said exposure system includes means for 
changing the resolution of an image [the elements 4, 5, 6 and 7 are capable of performing the 
claimed functional limitation, please see below the section of "Response to Arguments / 
Remarks"]. 



Application/Control Number: 1 0/089,725 Page 4 

Art Unit: 2854 

Allowable Subject Matter 

3. The following is an examiner's statement of reasons for allowance: Claims 6-9, are 
allowable. 

Regarding claim 6, the prior art of record does not teach all the combined steps of a 
method for eliminating printing registration errors in a system including the step of receiving 
input data including paper data, at least one machine parameter and ink distribution data; 
calculating image dependent errors from said input data; receiving at least one fixed error map 
dependent on machine parameters and obtained during a calibration run; predicting registration 
errors based on the fixed error map and said image dependent errors; and computing distortion 
parameters based on said registration errors for creating distorted images. 

4. Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

Response to Arguments /Remarks 

5. Applicant's remarks filed on 06/16/2004 have been fully considered but they are not 
persuasive. The Amendment is insufficient to overcome the prior art of record. 

Applicant's arguments on pages 7 and that "In particular, Rodi (430 discloses a system in 
which the modification treatment of the image data occurs upstream of the raster image 
processor. In contrast, the present invention as currently claimed, receives the image data and 
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determines distortion parameters to be applied to the imaging device so as to produce a distorted 
image on the printing element thereby ensuring correct registration. As such, Rodi '430 fails to 
teach or reasonably suggest that the registration correction is performed on the incoming image 
data before transforming into machine dependent data format, i.e., that modification treatment of 
the image data occurs downstream of the raster image processor." The argument for newly 
amended claim 6, and the new claim 9, is moot since the claims are now allowed. Regarding 
claims 1-5, the examiner respectfully disagrees, because claim 1, is an apparatus claim, and the 
newly added limitations are functional limitations. The Rodi system is capable of performing the 
newly added functional limitations of claims 1-5. Therefore the rejection is proper. While 
features of an apparatus may be recited either structurally of functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than function 
alone. See MPEP 2114. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 
(Fed. Cir. 1997) (The absence of a disclosure in a prior art reference relating to function did not 
defeat the Board's finding of anticipation of claimed apparatus because the limitations at issue 
were found to be inherent in the prior art reference); see also In re 

Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);< In re Danly, 263 F.2d 
844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997) 
(anticipation rejection affirmed based on Board's factual finding that the reference dispenser (a 
spout disclosed as useful for purposes such as dispensing oil from an oil can) would be capable 
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of dispensing popcorn in the manner set forth in appellant's claim 1 (a dispensing top for 
dispensing popcorn in a specified manner)) and cases cited therein. See also MPEP § 2112 - § 
2112.02. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wasseem H Hamdan whose telephone number is (571) 272-2166. 
The examiner can normally be reached on M-F (first Friday off) 6:30 AM- 4:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew H Hirshfeld can be reached on (571) 272-2168. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





August 12, 2004 



Daniel J. Colilla 
Primary Examiner 
Art Unit 2854 



